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Status of Claims 

1 . Prosecution on the merits of this application is reopened on claims 1 -26 
and considered unpatentable for the reasons indicated below: New art has been 
found. 

Claim Rejections - 35 USC § 101 

2. Claims 18-26 rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claim 18 is non-statutory as it recites non-functional data. Specifically, the 
claim is non-statutory because it is directed to a computer program not stored on 
a computer readable medium. Similarly, claim 23 is non-statutory because a 
carrier wave is not a computer readable medium as it is not persistent storage. 

Claims 19-22 and 24-26 are also rejected as they depend from claims 18 
and 23 respectively. 

Claim Rejections - 35 USC § 103 



3. 



Claims 1-7, 10-18, and 23-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Neville et al., U.S. Patent No. 6,272,636 in view of 
Leovac, U.S. Patent No. 6,668,375. 
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As per claims 1-3, 23, and 24, Neville et al. teach a sending a 
request/user ID to a server/clearinghouse (i.e. facility) ('636, column 13, lines 17- 
20) ("receiving a user ID at a facility from a user"). The request/user ID acts as a 
request, from a client to the server/clearinghouse, for a key to unlock locked 
software ('636, column 13, lines 25-27) (receiving a software request from the 
user specifying software to be enabled in equipment at a subscribing station). 
Neville et al. also teach "at a centralized facility, confirming that the software has 
not already been enabled because the server/clearinghouse determines whether 
or not the user is eligible to receive the unlock key ('636, column 13, lines 30-35). 
And if, the user is eligible to receive the unlock key, the user receives the key 
from the user and unlocks the software. Regarding the "confirming" step, the 
server/clearinghouse initially receives a request from a user ('636, column 13, 
lines 57-59). This is the first indication that the user is not using the software, 
otherwise, the user would not have a reason, in light of the teachings of Neville et 
al., to request an unlock key. The "confirmation" comes from the 
server/clearinghouse checking a use history database to confirm whether this is 
so ('636, column 13, lines 30-35; column/line 13/60-14/3). Neville et al. also 
teach a software key to enable software previously installed equipment 
(column/line 13/13-14/15). In the Board's Decision (2006-0490), the Board 
defined an option as "an item that is offered in addition to or in place of standard 
equipment" Webster's New Collegiate Dictionary (G. & C. Merriam Co. 1977). 
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Therefore, to one of ordinary skill "standard equipment" is the user computer 
(column 10, lines 61-65; column 13, lines 54-55) or the user computer with a 
disabled or limited version of the software (column 2, lines 12-27). While in both 
cases, the fully functional version of the software (column/line 1 6/46-1 7/5) is the 
"item that is offered in addition" to the standard equipment. Nonetheless, Leovac 
teaches a method where a user can enable previously disabled options (where 
"option" is defined as "an item that is offered in addition to or in place of standard 
equipment", Webster's New Collegiate Dictionary (G. & C. Merriam Co. 1977)) in 
software by requesting a key from a remote center, wherein the key is generated 
at the center, specific to a user's system, and transmitted to the user over the 
internet (figure 2, items 13 and 17; column 3, lines 15-52; column 4, lines 5-22). 
Leovac also teaches determining options already in place on a user's system 
(column 3, lines 25-34) Therefore, it would have been obvious to one of ordinary 
skill to combine the teachings of Neville et al. and Leovac in order ensure that 
payment is received for options enabled after installation ('375, column 1 , lines 
13-37). 

As per claims 4, 5, 15, and 25, Neville et al. generally teach a system for 
executing software on a remote processor (abstract; column/line 10/62-1 1/5; 
column 12, lines 48-52). Neville doesn't explicitly recite a client system as a 
medical imaging scanner. However, an "end-user computer" (column 10, lines 
62-67) is elastic enough to encompass any device that "accepts structured input, 
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processes it according to prescribed rules, and produces the results as output." 
Regarding claims 5 and 25, Neville et al. specifically recite "try before you buy", 
and "crippled" software distribution models (column 2, lines 11-47), therefore, it 
would have been obvious to one of ordinary skill to use the secure product 
execution method of Neville et al. to activate trial options or features (column/line 
13/13-14/15). 

As per claims 6, 7 and 26, both Neville et al. ('636, column/line 13/13- 
14/15) and Leovac ('375, column 3, lines 35-38) teach authenticating a user ID 
and downloading the enabling feature automatically, while Neville et al. teach 
downloading without further user input (column/line 13/13-14/15). 

As per claims 10-14 and 16-18, Neville et al. teach validating an options 
request, creating an option key in response thereto, a communications network 
for relaying data, and transmitting the option key through an external 
communications network (figures 8 and 9; column 10, lines 62-65; column/line 
13/13-14/15). Neville et al. generally teach a system for executing software on a 
remote processor (abstract; column/line 10/62-11/5; column 12, lines 48-52). 
Neville doesn't explicitly recite a client system as a medical imaging scanner. 
However, an "end-user computer" (column 10, lines 62-67) is elastic enough to 
encompass any device that "accepts structured input, processes it according to 
prescribed rules, and produces the results as output." Neville et al. also teach 
receiving and validating a user ID/system ID, receiving an option request from a 
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user and invalidating a user ID/system ID (column 13, lines 20-35), comparing 
the request against other requests (column 13, lines 20-25 and 60-67) and "try 
before you buy" and "crippled" software distribution models (column 2, lines 11- 
47). Regarding "trial software", Neville et al. recite evaluation periods based on a 
number of executions or time periods (column 13, lines 60-67) and tracking the 
number of user requests for a digital product (column 13, lines 20-25). However, 
Neville et al. do not specifically recite generating an option key in response to a 
user request. Leovac teaches a method and system for securely distributing 
software comprising the generation of an option key in response to a user 
request (figure 2, items 13 and 17). Therefore, it would have been obvious to one 
of ordinary skill to combine the teachings of Neville et al. and Leovac in order to 
prevent the uncontrolled distribution of software ('375, column 3, lines 34-64). 

4. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Neville et al., U.S. Patent No. 6,272,636 and Leovac, U.S. Patent No. 
6,668,375, as applied to claim 1 above, and in further view of, Linden et al., U.S. 
Patent No. 6,360,254. 

As per claims 8 and 9, Neville et al. teach a system for enabling software 
in a computer (abstract). Leovac teaches a method where a user can enable 
previously disabled options in software by requesting a key from a remote center, 
wherein the key is generated at the center specific to a user's system and 
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transmitted to the user over the internet (figure 2, items 13 and 17; column 3, 
lines 15-52; column 4, lines 5-22). However, neither Neville et al. nor Leovac 
specifically recite sending enabling features by e-mail and electronic confirmation 
of the option enablement. Linden et al. teach a secure method for enabling a 
remote computer to access a resource comprising sending an enabling feature 
by e-mail and sending a verification e-mail to the user confirming option 
enablement (column 1 1 , lines 28-39). Therefore, it would have been obvious to 
one of ordinary skill to combine the teachings of Neville et al., Leovac and Linden 
et al. in order to distribute the key efficiently ('636, column 10, lines 62-65; '375, 
figure 2, items 13 and 17) and in a manner that is familiar to the user such as via 
e-mail ('254, column 11, lines 28-39). 

5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Neville et al., U.S. Patent No. 6,272,636 and Leovac, U.S. Patent No. 6,668,375 
as applied to claim 18 and in further view of Ernest, U.S. Patent No. 4,888,798. 

As per claim 19, Neville et al. teach a client transmitting to a server (that is 
connected to a plurality of clients) a user ID/system ID for authentication with an 
option enabling request, comparing the request against other requests and the 
server distributing software keys over a communications network to the client for 
enabling software options in response to the client's transmission (abstract; 
column/line 13/13-14/15). Neville et al. also disclose "try before you buy" and 
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"crippled" software distribution models (column 2, lines 11-47). Leovac teaches a 
method and system for securely distributing software comprising the generation 
of an option key in response to a user request (figure 2, items 13 and 17). 
However, neither Neville et al. nor Leovac specifically recite a software key with a 
disablement feature. Earnest teaches a system for securing distributed software 
using software keys, with a predetermined time based disablement option, to 
unlock specific features (column/line 14/66-15/30). Therefore, it would have been 
obvious to one of ordinary skill to combine the teachings of Neville et al., Leovac 
and Ernest in order more securely control trial period software ('676 abstract). 

6. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Neville et al., U.S. Patent No. 6,272,636 and Leovac, U.S. Patent No. 
6,668,375 as applied to claim 18 above, and in further view of Oki et al., U.S. 
Patent No. 6,115,471. 

As per claims 20-22, Neville et al. teach a client transmitting to a server 
(that is connected to a plurality of clients) a user ID/system ID for authentication 
with an option enabling request, comparing the request against other requests 
and the server distributing software keys over a communications network to the 
client for enabling software options in response to the client's transmission 
(abstract; column/line 13/13-14/15). Leovac teaches a method and system for 
securely distributing software comprising the generation of an option key in 
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response to a user request (figure 2, items 13 and 17). However, neither Neville 
et al. nor Leovac specifically recite authenticating a user ID prior to receiving a 
request and system ID. Oki et al. teach a software distribution system comprising 
authenticating a user ID, prior to receiving an option enabling request and 
receiving then authenticating a system ID (column/line 7/55-8/1 1). Therefore, it 
would have been obvious to one of ordinary skill to combine the teachings of 
Neville et al., Leovac and Oki et al. in order to prevent illegal copying of software 
('471, column 8, lines 1-5). 

Conclusion 

7- Any inquiry concerning this communication or earlier communications from 

the Examiner should be directed to Calvin Loyd Hewitt II whose telephone 
number is (571 ) 272-6709. The Examiner can normally be reached on Monday- 
Friday from 8:30 AM-5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Andrew Fischer, can be reached at (571 ) 272-6779. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
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Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
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